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DETAILED ACTION 

1. Applicant's amendments and remarks, filed September 19 th , 201 1, are fully 
acknowledged. Currently, claims 1, 3, 6-9, 12-15, 17 and 19-22 are pending with claims 1, 9 and 
20 amended and claims 2, 4-5, 10-11, 16 and 18 cancelled. The following is a complete response 
to the January 25 th , 201 1 communication. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or 
on sale in this country, more than one year prior to the date of application for patent in the United States. 

3. Claims 1, 3, 6-9, 12-13, 15, 17 and 19-22 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Ishikawa et al (JP 2002-301088 A). 

(**It is noted that the rejections below have been formulated with respect to the 
translation of JP 2002-301088 A which has been included with this communication for 
Applicant's reference. The various reference and paragraph numbers are taken from that 
document as well.**) 

Regarding claims 1 and 22, Ishikawa discloses an apparatus for coagulating tissue (see at 
least figures 1-5) comprising an electrode capable of producing a high-frequency current (knife 
13 connected to a source of energy as in paragraph [0012]), a gas-delivering device (probe 3 with 
insertion portion 9 formed of resin tube 15) having an outlet (end chip 10 with passages 14 and 
47) and being capable of delivering an inert gas (from tube 6 with an inactive gas as disclosed in 
at least paragraph [0009]) from said outlet into a space defined between the electrode and said 
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tissue (see figure 7 displaying the output gas), such that a plasma is produced between the 
electrode and the tissue when the high-frequency current is applied to the inert gas (see 
paragraph [0003] discussing ionizing inert gas, paragraph [0051] discussing sprinkling 
hemostasis and paragraph [0053] discussing forming plasma), wherein a distal end of the 
electrode projects out of said gas -delivering device (see figure 2 and 3 showing knife 11 
extending out of the device). Ishikawa further discloses a guiding device (insulating part 12) 
comprised of an electrically insulating material (see at least paragraph [0013] discussing the 
materials of construction of part 12) and disposed at the distal end of the electrode (see figures 2 
and 3), the guiding device being capable of directing and guiding the plasma such that the 
plasma is diverted in a predetermined direction (see figure 7 displaying the direction of the 
gas/plasma output from the through hole 47) wherein a cross-section of at least a portion of the 
guiding device is at least a size or larger than the size of the outlet in order to divert the plasma 
the space substantially radially with respect to said outlet of said gas-delivering device (as in 
figure 7, the plasma extends into the space radially outward with respect to the passage 14 and 
through hole 47 formed in the end chip 10 with the relative sizes of the part 12 in relation to the 
through-hole 47 as exhibited in figures 3 and 7 with the part 12 having a larger cross-section at 
its widest point than the widest portion of through-hole 47) and wherein the electrode is 
configured such that it may be retracted and pushed forward with respect to the gas-delivering 
device (see at least paragraph [0026] discussing the movement of the electrode via movement of 
cap component 50 and its associated structure) and wherein only the electrode and the guiding 
device and no other portion of the apparatus extend past the outlet of the gas -delivering device 
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(see at least figures 3 and 7 with the electrode 11 and part 12 being the only portion of the device 
to extend past the end chip 10 having the passage 14 and through-hole 47 contained therein). 

Regarding claim 3, Ishikawa discloses that the guiding device is comprised of a thermally 
stable material (see at least paragraph [0013] discussing the materials of construction of part 12). 

Regarding claim 6, Ishikawa discloses with respect to the embodiment in figure 15 that 
the guiding device (insulation part 12) has a concave configuration on a side thereof that faces 
the outlet (the shape of the transition between projection 40 and the remainder of part 12 having 
a concave-like configuration facing towards the through hole 47). 

Regarding claim 7, Ishikawa discloses that the guiding device has a contour which 
prevents mechanical damage if said guiding device touches said tissue (see the rounded contour 
of part 12). 

Regarding claim 8, Ishikawa discloses that the electrode is capable of being moved 
relative to said outlet (see paragraph [0026] disclosing the movement/projection of the knife 11) 
such that when said electrode is moved into a retracted position said guiding device closes said 
outlet in a substantially leakproof manner (see the relative diameter of part 12 in relation to 
through hole 47, with respect to figure 15, paragraph [0047] discloses that the part 40 is greater 
in diameter than 47 thereby rendering 12 greater in diameter than 47 and with such a relation, 
when knife 11 and part 12 are retracted, a seal would be formed between 12 and the through hole 
47). 

Regarding claim 9, Ishikawa discloses an apparatus for argon-plasma coagulating tissue 
(see at least figures 1-5) comprising a gas-delivering device (probe 3 with insertion portion 9 
formed of resin tube 15), an electrode disposed substantially coaxially with the gas-delivering 
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device and configured to generate a high-frequency current (knife 13 connected to a source of 
energy as in paragraph [0012]), wherein a distal end of the electrode projects outward through an 
outlet of the gas-delivering device (see figure 2 and 3 showing knife 11 extending out of the 
device). Ishikawa further discloses a guiding device (insulating part 12) disposed at the distal end 
of the electrode, wherein the guiding device is configured for guiding an a plasma stream 
flowing through the gas-delivering device the plasma stream being produced when said high- 
frequency current is applied to an inert gas delivered by the gas-delivering device (from tube 6 
with an inactive gas as disclosed in at least paragraph [0009] and see paragraph [0003] 
discussing ionizing inert gas, paragraph [0051] discussing sprinkling hemostasis and paragraph 
[0053] discussing forming plasma), wherein the guiding device is comprised of a material that is 
electrically insulating and thermally stable (see at least paragraph [0013] discussing the materials 
of construction of part 12), wherein the guiding device is disposed in an axially symmetric 
manner around the distal end of the electrode (see figures 2 and 3 showing the disposition of 12 
about knife 11) and a cross-section of at least a portion of the guiding device is at least a size of 
the outlet of the gas-delivering device in order to divert the plasma stream into a surrounding 
space substantially radially with respect to the outlet of the gas delivering device (as in figure 7, 
the plasma extends into the space radially outward with respect to the passage 14 and through 
hole 47 formed in the end chip 10 with the relative sizes of the part 12 in relation to the through- 
hole 47 as exhibited in figures 3 and 7 with the part 12 having a larger cross-section at its widest 
point than the widest portion of through-hole 47) and wherein the electrode is configured such 
that it may be retracted and pushed forward with respect to the gas -delivering device (see at least 
paragraph [0026] discussing the movement of the electrode via movement of cap component 50 
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and its associated structure) and wherein only the electrode and the guiding device and no other 
portion of the apparatus extend past the outlet of the gas-delivering device (see at least figures 3 
and 7 with the electrode 11 and part 12 being the only portion of the device to extend past the 
end chip 10 having the passage 14 and through-hole 47 contained therein). 

Regarding claim 12, Ishikawa discloses that the guiding device is shaped such that 
damage to the tissue is prevented if the guiding device touches the tissue (see the rounded shape 
of part 12 in at least figures 2 and 3). 

Regarding claim 13, Ishikawa discloses that the guiding device is spherical (see figures 2 
and 3 showing the shape of part 12). 

Regarding claim 15, Ishikawa discloses with respect to the embodiment in figure 15 that 
the guiding device (insulation part 12) has a concave configuration on a side thereof that faces 
the outlet (the shape of the transition between projection 40 and the remainder of part 12 having 
a concave-like configuration facing towards the through hole 47) and a substantially 
hemispherical surface at a surface facing away from the outlet of the gas-delivering device (see 
shape of the remainder of the part 12 facing away from hole 47 in figure 15). 

Regarding claim 17, Ishikawa discloses that the electrode is capable of being moved 
relative to said outlet (see paragraph [0026] disclosing the movement/projection of the knife 11) 
such that when said electrode is moved into a retracted position said guiding device closes said 
outlet in a substantially leakproof manner (see the relative diameter of part 12 in relation to 
through hole 47, with respect to figure 15, paragraph [0047] discloses that the part 40 is greater 
in diameter than 47 thereby rendering 12 greater in diameter than 47 and with such a relation, 
when knife 11 and part 12 are retracted, a seal would be formed between 12 and the through hole 
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47). In light of this above relationship, Ishikawa shows that when the electrode is in a fully 
retracted state, the guiding device is seated on the outlet of the gas-delivering device (placement 
of part 12 against hole 47). 

Regarding claim 19, Ishikawa discloses that the guiding device is comprised of a ceramic 
(see paragraph [0023]). 

Regarding claim 20, Ishikawa discloses an argon plasma coagulating probe assembly (see 
at least figures 1-5) comprising a tube (probe 3 with insertion portion 9 formed of resin tube 15), 
an electrode disposed substantially coaxially with the tube and configured to generate a high- 
frequency current (knife 13 connected to a source of energy as in paragraph [0012]), wherein a 
distal end of the electrode projects outward through an outlet of the tube (see figure 2 and 3 
showing knife 11 extending out of the through-hole 47). Ishikawa further discloses a guiding 
device disposed at the distal end of the electrode (insulating part 12), wherein the guiding device 
is configured for guiding an inert gas stream delivered from said outlet of the tube (from 
through-hole 47 with an inactive gas as disclosed in at least paragraph [0009] and see paragraph 
[0003] discussing ionizing inert gas, paragraph [0051] discussing sprinkling hemostasis and 
paragraph [0053] discussing forming plasma), wherein a cross-section of at least a portion of the 
guiding device is at least a size of the outlet in order to divert the inert gas stream substantially 
radially with respect to the outlet of the gas-delivering device (see figures 7 showing the radial 
expansion of the fluid from through hole 47 with respect to the through hole 47 with the relative 
sizes of the part 12 in relation to the through-hole 47 as exhibited in figures 3 and 7), wherein the 
guiding device is comprised of an electrically insulating and thermally stable material (see at 
least paragraph [0023]) and is configured to have a concave configuration on a side thereof that 
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faces the outlet (with respect to the embodiment in figure 15 that the guiding device (insulation 
part 12) has a concave configuration on a side thereof that faces the outlet due to the shape of the 
transition between projection 40 and the remainder of part 12 having a concave-like 
configuration facing towards the through hole 47) and is further configured to prevent 
mechanical damage if the guiding device touches the tissue (see the rounded shape of part 12 in 
at least figures 2 and 3), and wherein said electrode is movable relative to said outlet (see 
paragraph [0026] disclosing the movement/projection of the knife 11) such that when said 
electrode is moved into a retracted position said guiding device closes said outlet in a 
substantially leakproof manner (see the relative diameter of part 12 in relation to through hole 
47, with respect to figure 15, paragraph [0047] discloses that the part 40 is greater in diameter 
than 47 thereby rendering 12 greater in diameter than 47 and with such a relation, when knife 11 
and part 12 are retracted, a seal would be formed between 12 and the through hole 47). 

Regarding claim 21, Ishikawa discloses that the guiding device has a rounded contour 
(see figures 2 and 3 showing the shape of part 12). 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

5. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 
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1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

6. This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1.56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

7. Claims 1, 3, 6-9, 12-13, 15, 17 and 19-22 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Cosmescu et al (US Pat. No. 6,149,648) further in view of Ishikawa (JP 2002- 
301088 A). 

Regarding claims 1 and 22, Cosmescu discloses an apparatus for coagulating tissue (as 
best seen in figures 5, 6A-6C and 7A-C) comprising an electrode capable of producing a high- 
frequency current (electrode 112), a gas-delivering device (tube 152) having an outlet (opening 
at 154) and being capable of delivering an inert gas from said outlet into a space defined between 
said electrode and said tissue (see spaces defined in figures 5, 6A-6C and 7A-C), such that a 
plasma is produced between said electrode and said tissue when said high frequency current is 
applied to said inert gas (see at least col. 14; 1-46 discussing the formation of an "argon beam"), 
wherein a distal end of said electrode projects out of said gas-delivering device (electrodes 112 
extending as in figure 5). Cosmescu further discloses that the electrode is configured to be 
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retracted and pushed forward with respect to the gas-delivering device (see col. 13; 27- col. 15; 
5) and that the electrode is the only portion of the device which extends past the outlet (see figure 
5 displaying the relation of the electrode 112 to the outlet 154). Comescu fails to recite the 
specifics of the claimed guiding device. Ishikawa discloses a similar multi-purpose argon plasma 
device containing an electrode and gas-delivering device as prescribed by claim 1 . Ishikawa 
further discloses a guiding device comprised of an electrically insulating material (insulation part 
12, see paragraph [0023]) disposed at said distal end of said electrode (disposed at the end of 
knife part 11) wherein the guiding device is capable of guiding and directing plasma such that 
the plasma is diverted in a predetermined direction (see flow of emitting gas and plasma in figure 
7), wherein a cross-section of at least a portion of the guiding device is at least a size or larger 
than the outlet in order to divert the plasma into the space substantially radially with respect to 
the outlet of the gas-delivering device (as in figure 7, the plasma extends into the space radially 
outward with respect to the through hole 47 with the relative sizes of the part 12 in relation to the 
through-hole 47 as exhibited in figures 3 and 7 with the part 12 having a larger cross-section at 
its widest point than the widest portion of through-hole 47). Therefore, it would have been 
obvious to one of ordinary skill in the art at the time the invention was made to provide the 
electrode (knife part 13) containing the guiding device (insulation part 12) of Ishikawa in 
combination with the device of Cosmescu in order to have a combined device which can 
effectively cut, coagulate and supply plasma to a target tissue site. Both Cosmescu and Ishikawa 
are concerned with the direct contact and cutting/coagulation of tissue by the electrode as well as 
providing an argon plasma enhanced effect to treat a target site. Ishikawa provides an 
improvement to the device of Cosmescu by supplying the guide element, which as disclosed by 
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Ishikawa, prevents the sticking of the electrode at a target area thereby reducing the unintentional 
bleeding (see paragraph [0007]) and ensures that plasma can still be created at that target site 
thereby allowing the continued treatment at the target site. It is noted that in providing the knife 
part 13 and insulation part 12 of Ishikawa to Comics, that only the electrode and guiding device 
and no other part of the device would extend past the outlet at 154. 

Regarding claim 3, Cosmescu fails to disclose any specifics regarding the guiding device. 
Ishikawa discloses that the guiding device is comprised of an electrically insulative and 
thermally stable material (see at least paragraph [0013] discussing the materials of construction 
of part 12) such that the guiding device can be exposed to the increased temperatures at the 
treatment site. In light of the combination provided in claim 1 above, it would have been obvious 
to supply the guiding device of the material specified by Ishikawa to provide for the above 
mentioned advantages. 

Regarding claim 6, Cosmescu fails to disclose any specifics regarding the guiding device. 
Ishikawa discloses with respect to the embodiment in figure 15 that the guiding device 
(insulation part 12) has a concave configuration on a side thereof that faces the outlet (the shape 
of the transition between projection 40 and the remainder of part 12 having a concave-like 
configuration facing towards the through hole 47). In light of the combination provided in claim 
1 above, it would have been obvious that in supplying the guiding device of Ishikawa, that such a 
configuration would be provided to the device. 

Regarding claim 7, Cosmescu fails to disclose any specifics regarding the guiding device. 
Ishikawa discloses that the guiding device has a contour which prevents mechanical damage if 
said guiding device touches said tissue (see the rounded contour of part 12). In light of the 
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combination provided in claim 1 above, it would have been obvious that in supplying the guiding 
device of Ishikawa, that such a configuration would be provided to the device. 

Regarding claim 8, Cosmescu fails to disclose any specifics regarding the guiding device. 
Ishikawa discloses that the electrode is capable of being moved relative to said outlet (see 
paragraph [0026] disclosing the movement/projection of the knife 11) such that when said 
electrode is moved into a retracted position said guiding device closes said outlet in a 
substantially leakproof manner. This relationship is Ishikawa is due to the relative diameter of 
part 12 in relation to through hole 47 as shown in figure 15. Additionally, paragraph [0047] 
discloses that the part 40 is greater in diameter than 47 thereby rendering 12 greater in diameter 
than 47 and with such a relation, when knife 11 and part 12 are retracted, a seal would be formed 
between 12 and the through hole 47. In light of the combination provided in claim 1 above, it 
would have been obvious that in supplying the electrode and guiding device of Ishikawa, the 
combination would allow for a seal to be formed between the outlet and the guiding device when 
the electrode/guiding device are in a retracted position. It is noted that the limitation of 
"substantially leakproof does not require a perfect seal to be formed by rather that a majority, in 
this instance an amount greater than 50% of the flow, to be stopped from exiting the outlet by the 
guiding device. 

Regarding claim 21, Cosmescu fails to disclose any specifics regarding the guiding 
device. Ishikawa discloses that the guiding device has a rounded contour (see figures 2 and 3 
showing the shape of part 12). In light of the combination provided in claim 1 above, it would 
have been obvious that in supplying the guiding device of Ishikawa, that such a configuration 
would be provided to the device. 
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Regarding claim 9, Cosmescu disclose an apparatus for coagulating tissue (as best seen in 
figures 5, 6A-6C and 7A-7C) comprising a gas-delivering device (tube 152), an electrode 
disposed substantially coaxially with the gas-delivering device and configured to generate a 
high-frequency current (electrode 112 placed within the tube 152) wherein a distal end of the 
electrode projects outward through an outlet of the gas-delivering device (see figures 5-6C) and a 
guiding device disposed at the distal end of the electrode (enlarged portion of each of the 
electrodes 112 and 406/436) wherein the guiding device is configured for guiding an inert gas 
stream flowing through the gas-delivering device (enlarged portion of each of the electrodes 
would effect the direction of the flow of gas over the electrode). Cosmescu further discloses that 
the electrode is configured such that it may be retracted and pushed forward with respect to the 
gas-delivering device (see col. 13; 27- col. 15; 5), that a plasma stream is formed by the device 
when inert gas is passed over the electrode 112 and that the electrode is the only portion of the 
device which extends past the outlet (see figure 5 displaying the relation of the electrode 112 to 
the outlet 154). Cosmescu fails to disclose the specifics of the guiding device. Ishikawa discloses 
a similar multi-purpose argon plasma device containing an electrode and a gas -delivering device 
as prescribed in claim 1. Ishikawa further discloses a guiding device disposed at the distal end of 
the electrode (disposed at the end of knife part 11) and configured to guide a plasma stream 
flowing from the gas delivery device (out from through hole 47) wherein the plasma stream is 
produced due to the passing of inert gas over the high-frequency- supplied electrode. Ishikawa 
further discloses that the guiding device is comprised of a material that is electrically insulating 
and thermally stable (see at least paragraph [0023] disclosing the materials of part 12), that the 
guiding device is disposed in an axially symmetric manner around the distal end of the electrode 
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(see figures 2 and 3 showing the disposition of 12 about knife 11) and a cross-section of at least a 
portion of the guiding device is at least a size of the outlet of the gas-delivering device in order to 
divert the plasma stream into a surrounding space substantially radially with respect to the outlet 
of the gas delivering device (as in figure 7, the plasma extends into the space radially outward 
with respect to the through hole 47 with the relative sizes of the part 12 in relation to the 
through-hole 47 as exhibited in figures 3 and 7 with the part 12 having a larger cross-section at 
its widest point than the widest portion of through-hole 47) and that the electrode is configured 
such that it may be retracted and pushed forward with respect to the gas-delivering device (see at 
least paragraph [0026] discussing the movement of the electrode via movement of cap 
component 50 and its associated structure). Therefore, it would have been obvious to one of 
ordinary skill in the art at the time the invention was made to provide the electrode (knife part 
13) containing the guiding device (insulation part 12) of Ishikawa in combination with the device 
of Cosmescu in order to have a combined device which can effectively cut, coagulate and supply 
plasma to a target tissue site. Both Cosmescu and Ishikawa are concerned with the direct contact 
and cutting/coagulation of tissue by the electrode as well as providing an argon plasma enhanced 
effect to treat a target site. Ishikawa provides an improvement to the device of Cosmescu by 
supplying the guide element, which as disclosed by Ishikawa, prevents the sticking of the 
electrode at a target area thereby reducing the unintentional bleeding (see paragraph [0007]) and 
ensures that plasma can still be created at that target site thereby allowing the continued 
treatment at the target site. It is noted that in providing the knife part 13 and insulation part 12 of 
Ishikawa to Comics, that only the electrode and guiding device and no other part of the device 
would extend past the outlet at 154. 
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Regarding claim 12, Cosmescu fails to disclose any specifics regarding the guiding 
device. Ishikawa discloses that the guiding device is shaped such that mechanical damage is 
prevented if the guiding device touches said tissue (see the rounded contour of part 12). In light 
of the combination provided in claim 1 above, it would have been obvious that in supplying the 
guiding device of Ishikawa, that such a configuration would be provided to the device. 

Regarding claim 13, Cosmescu fails to disclose any specifics regarding the guiding 
device. Ishikawa discloses that the guiding device is spherical (see figures 2 and 3 showing the 
shape of part 12). In light of the combination provided in claim 1 above, it would have been 
obvious that in supplying the guiding device of Ishikawa, that such a configuration would be 
provided to the device. 

Regarding claim 15, Cosmescu fails to disclose any specifics regarding the guiding 
device. Ishikawa discloses with respect to the embodiment in figure 15 that the guiding device 
(insulation part 12) has a concave configuration on a side thereof that faces the outlet (the shape 
of the transition between projection 40 and the remainder of part 12 having a concave-like 
configuration facing towards the through hole 47) and a substantially hemispherical surface at a 
surface facing away from the outlet of the gas-delivering device (see shape of the remainder of 
the part 12 facing away from hole 47 in figure 15). In light of the combination provided in claim 
1 above, it would have been obvious that in supplying the guiding device of Ishikawa, that such a 
configuration would be provided to the device. 

Regarding claim 17, Cosmescu fails to disclose any specifics regarding the guiding 
device. Ishikawa discloses that the electrode is capable of being moved relative to said outlet (see 
paragraph [0026] disclosing the movement/projection of the knife 11) such that when said 
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electrode is moved into a retracted position said guiding device becomes seated against the 
outlet. This relationship is Ishikawa is due to the relative diameter of part 12 in relation to 
through hole 47 as shown in figure 15. Additionally, paragraph [0047] discloses that the part 40 
is greater in diameter than 47 thereby rendering 12 greater in diameter than 47 and with such a 
relation, when knife 11 and part 12 are retracted, a seal would be formed between 12 and the 
through hole 47. In light of the combination provided in claim 1 above, it would have been 
obvious that in supplying the electrode and guiding device of Ishikawa, the combination would 
allow for a seal to be formed between the outlet and the guiding device when the 
electrode/guiding device are in a retracted position. 

Regarding claim 19, Cosmescu fails to disclose any specifics regarding the guiding 
device. Ishikawa discloses that the guiding device is comprised of a ceramic (see paragraph 
[0023]). In light of the combination provided in claim 1 above, it would have been obvious to 
supply the guiding device of the material specified by Ishikawa to provide for the above 
mentioned advantages. 

Regarding claim 20, Cosmescu discloses a tube (tube 152), an electrode disposed 
substantially coaxially with the tube (electrode 112) and configured to generate high-frequency 
current wherein the distal end of the electrode projects outward of the tube (see at least figure 5). 
Cosmescu fails to disclose the specifics of the guiding device as claimed. Ishikawa discloses an 
argon plasma coagulating probe assembly (see at least figures 1-5) comprising a tube (probe 3 
with insertion portion 9 formed of resin tube 15), an electrode disposed substantially coaxially 
with the tube and configured to generate a high-frequency current (knife 13 connected to a 
source of energy as in paragraph [0012]), wherein a distal end of the electrode projects outward 
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through an outlet of the tube (see figure 2 and 3 showing knife 11 extending out of the device 
through through-hole 47) and that the electrode is the only portion of the device which extends 
past the outlet (see figure 5 displaying the relation of the electrode 112 to the outlet 154). 
Ishikawa further discloses a guiding device disposed at the distal end of the electrode (insulating 
part 12), wherein the guiding device is configured for guiding an inert gas stream delivered from 
the outlet of the tube (through-hole 47 with an inactive gas as disclosed in at least paragraph 
[0009] and see paragraph [0003] discussing ionizing inert gas, paragraph [0051] discussing 
sprinkling hemostasis and paragraph [0053] discussing forming plasma), wherein a cross-section 
of at lest a portion of the guiding device is at least a size of the outlet in order to divert the inert 
gas stream substantially radially with respect to the outer of the gas-delivering device (as in 
figure 7, the plasma extends into the space radially outward with respect to the through hole 47 
with the relative sizes of the part 12 in relation to the through-hole 47 as exhibited in figures 3 
and 7 with the part 12 having a larger cross-section at its widest point than the widest portion of 
through-hole 47), wherein the guiding device is comprised of an electrically insulating and 
thermally stable material (see at least paragraph [0023]) and is configured to have a concave 
configuration on a side thereof that faces the outlet (with respect to the embodiment in figure 15 
that the guiding device (insulation part 12) has a concave configuration on a side thereof that 
faces the outlet due to the shape of the transition between projection 40 and the remainder of part 
12 having a concave-like configuration facing towards the through hole 47) and is further 
configured to prevent mechanical damage if the guiding device touches the tissue (see the 
rounded shape of part 12 in at least figures 2 and 3), and wherein said electrode is movable 
relative to said outlet (see paragraph [0026] disclosing the movement/projection of the knife 11) 
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such that when said electrode is moved into a retracted position said guiding device closes said 
outlet in a substantially leakproof manner (see the relative diameter of part 12 in relation to 
through hole 47, with respect to figure 15, paragraph [0047] discloses that the part 40 is greater 
in diameter than 47 thereby rendering 12 greater in diameter than 47 and with such a relation, 
when knife 11 and part 12 are retracted, a seal would be formed between 12 and the through hole 
47). Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to provide the electrode (knife part 13) containing the guiding device 
(insulation part 12) of Ishikawa in combination with the device of Cosmescu in order to have a 
combined device which can effectively cut, coagulate and supply plasma to a target tissue site. 
Both Cosmescu and Ishikawa are concerned with the direct contact and cutting/coagulation of 
tissue by the electrode as well as providing an argon plasma enhanced effect to treat a target site. 
Ishikawa provides an improvement to the device of Cosmescu by supplying the guide element, 
which as disclosed by Ishikawa, prevents the sticking of the electrode at a target area thereby 
reducing the unintentional bleeding (see paragraph [0007]) and ensures that plasma can still be 
created at that target site thereby allowing the continued treatment at the target site. It is noted 
that in providing the knife part 13 and insulation part 12 of Ishikawa to Comics, that only the 
electrode and guiding device and no other part of the device would extend past the outlet at 154. 
8. Claim 14 is rejected under 35 U.S.C. 103(a) as being unpatentable over Ishikawa (JP 
2002-301088 A) as applied to claim 9 above, and further in view of LaFontaine et al (US Pat. 
No. 5,902,328). 

Regarding claim 14, Ishikawa discloses with respect to the embodiment in figure 15 that 
the guiding device (insulation part 12) has a concave configuration on a side thereof that faces 
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the outlet (the shape of the transition between projection 40 and the remainder of part 12 having 
a concave-like configuration facing towards the through hole 47) and that the part 12 has a 
rounded, spherical shape. Ishikawa fails to specifically show or recite a flattened surface at a 
surface facing away. LaFontaine discloses a similar guiding device (deflecting body 100) which 
redirects the flow of the fluid through a supply tube. LaFontaine further shows that the deflecting 
body 100 has a concave surface at a surface facing the outlet of the gas-delivery device and a 
flattened surface at a surface facing away from the outlet of the gas-delivering device wherein a 
transitional area between the concave surface and the flattened surface has a rounded contour 
(see figure 7; it is noted that the face of 100 which faces away from the outlet of LaFontaine is 
seen by the Examiner, due in part to its reduced curvature with respect to the edges of 100 as 
being flattened with respect to those parts). Therefore, it would have been obvious to one of 
ordinary skill in the art at the time the invention was made to provide the shape of the guiding 
device of LaFontaine to the guiding device of Ishikawa to provide for a guiding device which 
can cause a reduced amount of mechanical damage due to the flattened surface. It is further 
noted that Applicant has failed to set forth any criticality or unexpected results which would 
render the provision of such a shape as a non-obvious variant. 

9. Claim 14 is rejected under 35 U.S.C. 103(a) as being unpatentable over Cosmescu et al 
(US Pat. No. 6,149,648) in view of Ishikawa (JP 2002-301088 A) and further in view of 
LaFontaine et al (US Pat. No. 5,902,328). 

Regarding claim 14, Cosmescu fails to disclose any specifics regarding the guiding 
device. Ishikawa discloses with respect to the embodiment in figure 15 that the guiding device 
(insulation part 12) has a concave configuration on a side thereof that faces the outlet (the shape 
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of the transition between projection 40 and the remainder of part 12 having a concave-like 
configuration facing towards the through hole 47) and that the part 12 has a rounded, spherical 
shape. Ishikawa fails to specifically show or recite a flattened surface at a surface facing away. 
LaFontaine discloses a similar guiding device (deflecting body 100) which redirects the flow of 
the fluid through a supply tube. LaFontaine further shows that the deflecting body 100 has a 
concave surface at a surface facing the outlet of the gas-delivery device and a flattened surface at 
a surface facing away from the outlet of the gas-delivering device wherein a transitional area 
between the concave surface and the flattened surface has a rounded contour (see figure 7; it is 
noted that the face of 100 which faces away from the outlet of LaFontaine is seen by the 
Examiner, due in part to its reduced curvature with respect to the edges of 100 as being flattened 
with respect to those parts). Therefore, it would have been obvious to one of ordinary skill in the 
art at the time the invention was made to provide the shape of the guiding device of LaFontaine 
to the guiding device of Ishikawa to provide for a guiding device which can cause a reduced 
amount of mechanical damage due to the flattened surface. It is further noted that Applicant has 
failed to set forth any criticality or unexpected results which would render the provision of such a 
shape as a non-obvious variant. 

Response to Arguments 

10. Applicant's arguments filed September 16 th , 201 1 have been fully considered but they are 
not persuasive. 

11. Applicant argues on pages 6-8 of the Remarks that Ishikawa et al. (JP 2002-301088) fails 
to discloses teach and every limitation of independent claims 1, 9 and 20 with specific regard 
given to the added limitation in independent claims 1 and 9 of "wherein only the electrode and 
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the guiding device, and no other portion, of the apparatus extend past the outlet of the gas- 
delivering device" and in independent claim 20 of "wherein only the electrode and guiding 
device, and no other portion, of the argon plasma coagulating probe assembly extend past the 
outlet of the gas-delivering device." In response to Applicant's amendments to claims 1, 9 and 
20, the Examiner has proffered a new interpretation of Ishikawa above which addresses 
Applicant's remarks on page 8 regarding the interpretation of which portion of the device forms 
the claimed "outlet". As can be seen in the rejection of the claims in view of Ishikawa above, the 
outlet of the device is being interpreted as being formed of end chip 10 with passage 14 and 
through-hole 47 therein. In broadening the view of what forms the outlet of Ishikawa, the 
Examiner further notes that a cross-section of at least a portion of the guiding device is at least a 
size or larger than the size of the outlet in order to divert the plasma the space substantially 
radially with respect to said outlet of said gas-delivering device is being interpreted as depicted 
in figure 7 which displays the plasma extending into the space radially outward with respect to 
the passage 14 and through hole 47 formed in the end chip 10. It can also be seen that, with 
respect to figure 7 and the interpretation of the outlet as in the rejections above, the relative sizes 
of the part 12 in relation to at least the through-hole 47 in the end chip displays the part 12 
having a larger cross-section at its widest point than a size of the outlet taken as the widest 
portion of through-hole 47. The Examiner does not believe that "the size of the outlet" is directed 
towards a specific, uniform size about the entirety of the outlet nor is it specifically directed to 
the diameter, length, width, etc of the outlet. Lastly, in proffering the new interpretation of the 
outlet of Ishikawa as in the rejections above, it is the Examiner's position that Ishikawa clearly 
discloses the guiding device and no other portion of the apparatus extend past the outlet of the 
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gas-delivering device. Such a feature can be seen in at least figures 3 and 7 which displays the 
electrode 11 and part 12 being the only portion of the device to extend past the end chip 10 
having the passage 14 and through-hole 47 contained therein. 

It is for at least the newly proffered interpretation of Ishikawa in the rejections above and 
the reasoning offered in the response that the Examiner believes that the rejection of claims 1, 3, 
6-9, 12-13, 15, 17 and 19-22 under 35 U.S.C. 102(b) as being anticipated by Ishikawa et al (JP 
2002-301088 A) remains tenable. 

12. Applicant, on page 9 of the Remarks, traverses the rejection of claims 1, 3, 6-9, 12, 13, 
15, 16 and 19-22 under 35 U.S.C. 103(a) as unpatentable over Cosmescu in view of Ishikawa, 
the rejection of claim 14 under 35 U.S.C. 103(a) as unpatentable over Ishikawa in view of 
LaFontaine and the rejection of claim 14 under 35 U.S.C. 103(a) as unpatentable over Comics in 
view of Ishikawa and LaFontaine and requests that the rejections be withdrawn. Applicant's 
reasoning for the traversal of each of these rejections is directed towards Applicant's alleged 
deficiency of the Ishikawa reference in teaching the amendment to each of independent claims 1, 
9 and 20. However, the Examiner has addressed such alleged deficiencies in the rejections and 
remarks above. As such, it is for the newly proffered interpretation of the Ishikawa reference and 
reasoning above that the Examiner believes that each of the rejections remains tenable. 

13. The Examiner notes that attached to this office action is a new translation of the Ishikawa 
reference. This translation is not a machine translation and will form the basis of the 
interpretations in this and any subsequent action. 
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Conclusion 

14. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1. 136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to RONALD HUPCZEY, JR whose telephone number is (571)270- 
5534. The examiner can normally be reached on Monday - Friday, 9 A.M. to 5 P.M.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Linda Dvorak can be reached on 571-272-4764. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Ronald J. Hupczey/ /Michael Peffley/ 

Examiner, Art Unit 3739 Primary Examiner, Art Unit 3739 
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